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Intermediary not in violation of 
trademark law if it stores goods that 
infringe trademark rights 

In a recent judgement1, the Court of Justice of the European 
Union (“CJEU”) ruled that a company that stores goods on its 
platform on behalf of a third party seller, without knowing that 

these goods infringe trademark rights, does not itself use 
(and accordingly infringe) that trademark. This is as long 

as the intermediary itself does not pursue the aim of offering 
the goods for sale or putting them on the market. 

Background  

Coty Germany, a company active in the distribution of 

perfumes, owns a license on the EU trademark for Davidoff. 
Coty alleged that two Amazon group companies infringed its 
rights as a trademark licensee by stocking and dispatching 

bottles of “Davidoff Hot Water”. This product was placed for 
sale on Amazon-Marketplace (www.amazon.de) by a third 

party seller and not by Amazon itself. Although the product 
was genuine, it was placed on the EU market without Coty’s 
consent. Coty accordingly argued that its trademark rights had 

not yet been exhausted (i.e. the products have not yet been 
put on the EU market with  the trademark owner’s/licensee’s 

consent). 

http://www.amazon.de/


Coty requested the German court to order the two companies 
to cease and desist the storage and dispatching of such goods, 

based on article 9(2) and 9(3) of Regulation 2017/2011 
(“EUTMR”). Article 9(2) EUTMR provides that each owner of an 

EU trademark “is entitled to prevent all third parties not 
having its consent from using in the course of trade, in relation 

to goods or services, any sign where the sign is identical with 
the EU trademark and is used in relation to goods or services 
which are identical with those for which the EU trademark is 

registered”. Article 9(3)(b) EUTMR specifies that the 
trademark owner may prohibit “offering the goods, putting 

them on the market, or stocking them for those purposes 
under the sign of offering or supplying services thereunder”. 

The Bundesgerichtshof (the Federal Court of Justice in 

Germany) referred the following question to the CJEU for a 
preliminary ruling:  

“Does a person who, on behalf of a third party, stores goods 
which infringe trademark rights, without having knowledge of 
that infringement, stock those goods for the purpose of 

offering them or putting them on the market, if it is not that 
person himself but rather the third party alone which intends 

to offer the goods or put them on the market?” 

It is important to stress that this case relates to a particular 
aspect of Amazon’s business activity, namely the storing and 

shipping of products offered for sale by third parties on its 
platform, without knowledge of an infringement.  

The CJEU decision 

The CJEU first reiterates that, based on the main proceedings, 

it is clear that the defendants merely stored the goods 
concerned, and did not nor had any intention to offer the 

products for sale or put them on the market themselves. 

Secondly, the CJEU states that based on past case law, the 
term “using” as envisaged in article 9(3)(b) EUTMR requires 

that there is an “active behaviour and direct or indirect control 
of the act constituting the use”. Thirdly, it holds that displaying 

the signs in offers for sale on the online marketplace is 
performed by the sellers, who are customers of said 
marketplace operator and not the marketplace operators 

themselves. Fourthly, the CJEU made clear that the mere 
creation of technical conditions necessary for the use of a sign, 

and the fact that the customer pays for the operator’s 
services, does not mean that the operator itself “uses” the 
sign.  

Lastly, the CJEU finds that based on the wording of article 
9(3)(b) EUTMR, the term “use” requires that the economic 

operator itself must, when providing storage, pursue the aim 
to offer the goods or put them on the market. On this basis, 

the CJEU concluded that article 9(3)(b) of the Regulation must 
be interpreted as stating that “a person who, on behalf of a 
third party stores goods which infringe trademark rights, 

without being aware of that infringement must be regarded as 
not stocking those goods in order to offer them or put them on 

the market for the purposes of those provisions, if that person 
does not itself pursue those aims”.   



From the above, Amazon therefore cannot be seen as 
infringing Coty’s trademark rights under Article 9(2) (b) 

EUTMR in the present circumstances.  

However, the CJEU explicitly recalls that where an economic 

operator has enabled another operator to make use of the 
trademark, its role must necessarily be examined in light of 

other rules of law, such as the e-Commerce Directive 
(2000/31/EC) or the IP Enforcement Directive (2004/48). 
While the Court found that the operator of an online platform 

should not be held liable for direct trademark infringement 
under Article 9 (2) and (3) EUTMR for storage activities 

performed on behalf of third parties, while unaware of the 
infringement, it may thus still incur liability on other grounds.  

Conclusion 

It is important to stress that the present CJEU decision is 

limited to acts of storing and shipping of infringing products 
offered for sale by a third party on an online platform, without 
the online platform operator’s knowledge of the infringement. 

Had Amazon stored the perfume bottles with the aim of 
offering or putting them on the market on its own behalf, it 

could have been held liable for trademark infringement. 

One could argue that this CJEU decision could lead online 
marketplaces to weaken their procurement policies in relation 

to intellectual property infringements and counterfeit goods.  

However, the CJEU has also made clear that other EU rules of 

law (e-Commerce Directive and IP Enforcement Directive) are 
not affected by this judgment, and may accordingly still impact 
platform operators in trademark infringements. Other 

liabilities, such as those relating to the safe harbor legislation 
(Article 14 of Directive 2000/31) and the enforcement of IP 

rights in the context of injunctions against intermediaries 
(Article 11 of Directive 2004/48), must thus still be considered 
(these questions however were not raised by the referring 

court before the CJEU in the present case). 

1 Case C-567/18, Coty Germany GmbH v Amazon Services Europe Sàrl, 
Amazon Europe Core Sàrl, Amazon FC Graben GmbH and Amazon EU Sàrl. 

 

Contacts  

If you have any questions concerning the items in this 
newsflash, please get in touch with your usual Deloitte Legal - 

Lawyers contact at our office in Belgium or: 

 Christel Brion, cbrion@deloitte.com, + 32 2 800 71 16  
 Matthias Vierstraete, mvierstraete@deloitte.com, +32 473 56 94 70 

 Géraldine Demaré, gdemare@deloitte.com, +32 4 9407 71 57  

For general inquiries, please contact: 

bedeloittelegal@deloitte.com, + 32 2 800 70 00 

Be sure to visit us at our website: http://www.deloittelegal.be 

 

    
 

 

 

mailto:cbrion@deloitte.com
mailto:mvierstraete@deloitte.com
mailto:gdemare@deloitte.com
mailto:bedeloittelegal@deloitte.com
http://www.deloittelegal.be/
https://www.facebook.com/DeloitteLegal.Lawyers
https://twitter.com/DeloitteLegalBE
https://www.linkedin.com/company/deloitte-legal-be/
mailto:bedeloittelegal@deloitte.com


As a top legal practice in Belgium, Deloitte Legal - Lawyers is a full service business law firm, 

highly recommended by the most authoritative legal guides. Deloitte Legal - Lawyers is based in 

Zaventem, Watermael-Boitsfort, Antwerp, Ghent and Kortrijk. It consists of close to 150 highly 

qualified Bar-admitted lawyers. Deloitte Legal - Lawyers offers expert advice in the fields of 

banking & finance, commercial, corporate/M&A, employment, IT/IP, public/administrative, 

insolvency and reorganisations, real estate, EU law, tax law and dispute resolution. Whenever 

required to ensure a seamless and comprehensive high-quality service, Deloitte Legal - Lawyers 

collaborates closely with other professions (e.g. tax, financial advisory, accountancy, consulting), 

and with a select group of law firms all over the world. 

Deloitte Legal - Lawyers provides thorough and practical solutions tailored to the needs of clients 

ranging from multinational companies, national large and medium-sized enterprises, financial 

institutions, government bodies to private individuals. 

More information: www.deloittelegal.be  

© 2020, Deloitte Legal – Lawyers - The content and layout of this communication are the 

copyright of Deloitte Legal – Lawyers or its contributors, and are protected under copyright and 

other relevant and intellectual property rights laws and regulations. No reproduction in any form or 

through any medium is allowed without the explicit consent of Deloitte Legal – Lawyers or its 

contributors. 

Subscribe | Unsubscribe 

 

 

http://www.deloittelegal.be/
https://www.deloittelegal.be/lg/en/footerlinks/newsroom/legal-news/Newsflash-subscription.html.html
https://www.deloittelegal.be/lg/en/footerlinks/newsroom/legal-news/Unsubscribe.html

